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REMARKS 

INTRODUCTION : 

in accordance with the foregoing, elected claims 4, 8, 9, 1 1 , 12, 29, and 30 have been 
amended, and withdrawn claims 5-7 have been amended. No new matter is being presented, 
and approval and entry are respectfully requested. 

Claims 2^0 are pending, and claims 2-4. 8-17, 22-24, 29, 30, and 31-40 are under 
consideration. Reconsideration is requested. 

ENTRY OF AMENDMENT UNDER 37 C.F.R. $1.116: 

Applicants request entry of this Rule 116 Response because: 

(1) the amendment of claims 4, 8, 9. 1 1. 12. 29, and 30 should not entail any further 
search by the Examiner since no new features are being added or no new issues are being 
raised; and 

(2) the amendments do not significantly alter the scope of the claims and place the 
application at least into a better form for purposes of appeal. No new features or new issues are 
being raised. 

The Manual of Patent Examining Procedures sets forth in Section 714.12 that "any 
amendment that would place the case either in condition for allowance nr in better form for 
appea | may be entered." Moreover, Section 714.13 sets forth that -the Proposed Amendment 
should be given sufficient consideration to determine whether the claims are in condtoon for 
allowance and/or whether the issues on appeal are simplffied." The Manual of Patent Examining 
Procedures further articulates that the reason for any non-entry should be explained expressly ,n 
the Advisory Action. 

REJECTION UNDER 35 U.S.C. $112: 

In the Office Action at page 2, the Examiner rejects claims 4, 8, 9, 11-13, 29. 30, 32, 33, 
36 and 37 under 35 U.S.C. §1 1 2, first paragraph, as not being supported by the specification. 
This rejection is respectfully traversed and reconsideration is requested. 

in establishing the rejection of claims 4, 1 1 , 33, and 37, the Examiner asserts that there 
is no support in the specification for the phrase "the first solvent is less than 30% by weight of 
the electrolyte." GeneraHy, in order to establish a prima facie case for a rejection under 35 
U S C §1 12 first paragraph, the Examiner must provide evidence as to why one of ord.nary sk.ll 
in the art would believe that the disclosure does not reasonably convey to the artisan that the 
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inventor had possession at that time of the later claimed subject matter. E-g, InrgMton. 37 
USPQ2d 1578 (Fed. Cir. 1096) (prima facie case established by specifically pointing out wh.ch 
elp'e in the speoificafion does not support the Cairns). JonStf* 1 0 USPQ2d 1614. 1618 
(Fed Cir 1989) (prima facie burden met where Examiner pointed out numerous differences 
between claimed subject matter and the written description). In addition, the mere fact that the 
words used in the claims are not used in the soecrfication in haec verba by using the same 
words does not necessary mean that the specification does not describe the subject matter of 
the .nvention. MPEP 21 63.02. .t is respectfully submitted that there is insufficient evidence of 
record as is required to maintain a prima facie rejection of these claims under 35 U.S.C. §1 2. 

fifSt ^ Addtionally. it is noted that the Examiner has taken the phrase out of context with the 
remaining features of the daims. By way of example, daim 4 further redtes that the electrolyte 
contains a second solvent that "is roughly between 80% and about 60% by weight of the 
e.ectrolyte. As such, it is respectfully submitted that these amounts re.ative to a tota . we.gr, * of 
the electrolyte are consistent with the disclosed examples such that the phrase less than 30 A 
in the context of the claim 4 is compliant with 35 U.S.C. §112, first paragraph. 

in order to clarify this feature without narrowing the scope of the ciaim as would have 
been understood by one of ordinary ski.1 in the art. claims 4. 1 1 . and 1 2 have been amended to 
reflect the recited amounts of the other solvent in the electrolyte. 

Similarly claims 32 and 33 depend from claim 10, which is not rejected under 35 U.S.C. 
§112, first paragraph, and recites, among other features, that "the first sCvent is roughly 
between 20% and 40% by weight of the eiectrolyte ." and that ■the second solvent « roughly 
between 80% and about 60% by weight of the electro.yte," Since the recited first solvent be,ng 
,ess than 30% and the second solvent being more than 70% are within these ranges * .s 
respectfully submitted that claims 32 and 33 are compliant with the requirements of 35 U.S.C. 
Slia.firstparagraphdueatleasttotheirdependingfromcIaimlO. 

For at least similar reasons, it is respectfully submitted that cla.ms 8. 9, 1 1-1 3, 29, 30. 36 
and 37 are deemed compliant with the requirements of 35 U.S.C. §112. ™ 

,n the Office Action at page 3. the Examiner rejects claims 2, 3. 10. 14-17. 22-24. 34. 35 
and 38^0 under 35 U.S.C. §1 12. second paragraph, since the terms "roughly" or "substanfialiy 
are vague and indefinite. This rejection is respectfully traversed and reconsideration » 

'^^Ts a general prindple, 35 U.S.C. §112. second paragraph, requires that the claims be 
written such that, in .ight of the available prior art and the embodiments in the spadMon. one 
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of ordinary skill in the art would understand the metes and bounds of the invention with a 
reasonable degree of precision. As such, claims that otherwise appear indefinite when read ,n a 
vacuum can be made definite upon review of the prior art and the specification. It is only when, 
in light of the prior art and the specification and given their broadest reasonable mean.ng under 
normal rules of claim construction, a recited term remains unclear to one of ordinary skill -n the 
art that the claim term is said to be indefinite for the purposes of 35 U.S.C. §112. second 
paragraph MPEP 2173.02 (2004). For instance, a claim term is indefinite where a mean.ng can 
have conflicting results, causing confusion to the person of ordinary skill in the art. MPEP 
21 73 03 Therefore, in order to establish a prima facie case of indefiniteness, the Examiner 
needs to provide evidence that a claim limitation, given the broadest reasonable interpretafcon .n 
view of the specification and the prior art as understood by one of ordinary skill in the art. would 
be sufficiently unclear as to not allow the person of ordinary skill in the art to understand the 
metes and bounds of the claim. MPEP 2173.02. 

Moreover, as noted in MPEP 2173.05(b), broad terms of approximation such as 
"substantially" have been found to be compliant with 35 U.S.C. §1 12, second paragraph, such 
that »[t]he fact that claim language, including terms of degree, may not be prec.se, does not 
automatically render the claim indefinite under 35 U.S.C. 112, second paragraph." As further 
explained in MPEP 2173.05(b), the "[acceptability of the claim language depends on whether 
one of ordinary skill in the art would understand what is claimed, in light of the specification." As 
such in order to establish a prima facie rejection of terms of degree such as "substantially" or 
"roughly " there needs to be evidence that one of ordinary skill in the art would be unable to 
discern what is claimed since the use of such broad terms, in and of itself, is insufficient to 

render a claim indefinite. . 

Since the Examiner has not provided such evidence or provided such an analyse in the 
context of the claimed invention, it is respectfully submitted that there is insufficient evidence of 
record as is required to reject Claims 2, 3, 10, 14-17. 22-24. 34, 35, and 38-40 under 35 U S-C 
§112. second paragraph, and thatthese claims remain compliant with the requirements of 2. 3, 
10, 14-17. 22-24. 34, 35, and 38-40. 

REJECTION L' MnFR 35 U.S.C. 5102: 

in the Office Action at pages 3-4. the Examiner rejects claims 4, 8. 9. 11-13, 29 and 30 
under 35 U S C. §102 in view of ^mamotoet^ (Japanese Patent Publication No. 7-335254). 
This rejection is respectfully traversed and reconsideration is requested. 

By way of review, Y^nm^L discloses a iithium secondary battery us.ng a negafve 
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electrode with an active Serial of carbon. The Examiner states en page 4 of the Office Action 
that since the feature of a lithium-sulfur battery is only recited in the preamble, the claim has 
been interpreted without giving patentable weight to the active materials of lithium and sulfur. 

Claim 4 has been amended to clarify that the lithium and sulfur are to be accorded 
patentable weight by positively reciting the ,ithiun>su,fur battery elements in the body of the 
claim As such, consistent with the Examiner's objection to claim 10 on page 4 of the Off.ce 
Action, it is respectfully submitted that Yamamoto et al. does not disclose or suggest the 
invention recited in claim 4. 

For at least similar reasons, it is respectfully submitted that the Yamamoto et al. does not 

disclose or suggest the invention recited in claims 1 1 and 1 2. 

Claims 8. 9. 1 3. 29 and 30 are deemed patentable due at least to their depend.ng from 

corresponding claims 4 and 1 2. 

QTATI IR OF CLAD ""* MtYr REJECTED: 

On page 4 of the Office Action, the Examiner indicates that claims 10. 22-24. and 31 
wou .d be allowable if the rejection in view of 35 U.S.C. §1 12 is overcome. Addition^ s.nce 
claims2 3 10 14-17, 22-24, 34, 35, and 38-40 are not rejected under 35 U.S.C. §102 
it is respectfully submitted that these claims are also allowable if the rejection in view of 35 
U.S.C. §112 is overcome. 

nniMCLUSION : 

,n accordance with the foregoing, it i. respectfully submitted that all outstanding 
sections and rejections have been overcome and/or rendered moot. And further, that all 
pending claims patentably distinguish over the prior art. Thus, there being no further 
outstanding objects or rejectas. the application is submitted as being ,n cond.fon for 
a Uca which acKon Is earnest solicited. At a minimum, mis Amendment should be en «d 
a, leas, for purges of Appea, as it either c,aHT,es and/or narrows the issues for ~ns,dera 6 on 

bV ^Examiner has any remaining issues to be addressed, it is believed that proserin 
can be expedited and posably concluded by the Examiner contacting the undersigned attorney 
for a telephone interview to discuss any such remaining issues. 
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If there are any additional fees associated with the filing of this Response, please charge 



the same to our Deposit Account No. 19-3935. 



1201 New York Avenue, NW, Suite 700 
Washington, D.C, 20005 
Telephone: (202)434-1500 
Facsimile: (202)434-1501 



Date 



Respectfully submitted, 
STAAS & HALSEY LLP 





James G. McEwen 
Registration No. 41,983 



CPHT 1F1CATE Q f FACSIMILE TRANSMISSION. 

I hereby certify that this correspondence is being transr 
mltted via facsimile to : Commissioner tor Patents. 
RO Bo* 1450 Alacandn&.VA 22313-1450 

on '_■ • 20 — 

STAAS & HAtSEY 
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